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Filed 
Title 



Gregg L. Sheddy et al. 
10/688,668 
October 17, 2003 
TILE SAW 



Art Unit : 3724 
Examiner : Blake, C 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 




PRE- APPEAL BRIEF REQUEST FOR REVIEW 



Dear Sir: 



This is in response to the final Office Action mailed October 28, 2005 and the Advisory 
Action mailed January 18, 2006. A Notice of Appeal has been filed herewith. 
Claims 1-5 are pending with claim 1 being independent. 

Claims 1-4 have been rejected under 35 U.S.C. § 103(a) as being obvious over Lee (U.S. 
Pat. No. 6,272,961). For at least the following reasons, Applicants respectfully request 
withdrawal of this rejection. 

Claim 1 relates to a saw and recites, among other things, a "motor assembly pivotably 
supported by [a] support assembly " and "a switch electrically connected to the motor assembly 
and disposed on the support assembly so that, when the motor assembly is pivoted about the 
pivot axis, the switch remains stationary." Lee fails to describe or suggest at least two features of 
claim 1: (1) a switch that is "disposed on the support assembly," and (2) that the switch 'Remains 
stationary" "when the motor assembly is pivoted about the pivot axis/' 

Lee describes a cutting machine having a cutting head support bracket 23 (which the 
Examiner equates to the claimed support assembly) that supports a cutting head 40. Cutting head 
40 includes a motor 41 (which the Examiner equates to the claimed motor assembly), a saw blade 
42, and a transmission means 43 that transmits power from the motor 41 to rotate the saw blade 
42. Mounted to the cutting head 40 is a controlling head 45 that includes a controlling switch 
(which the Examiner equates to the claimed switch). 

First, Lee fails to describe the switch being "disposed on the support assembly " as recited 
in claim 1. Rather, in Lee the controlling switch is disposed on the cutting head 40. The cutting 
head 40 of Lee cannot be considered part of the claimed support assembly because the cutting 
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head 40 has been equated by the Examiner to the claimed motor assembly as pivoting about a 
pivot axis relative to the support assembly. Because the switch of Lee is disposed on the cutting 
head 40 that pivots relative to the support bracket 23, it is not "disposed on the support 
assembly," as recited in claim 1. 

Second, as acknowledged on pages 2-3 of the Office Action, Lee fails to describe that the 
switch "remains stationary" "when the motor assembly is pivoted about the pivot axis " The 
Office Action asserts that it would have been obvious "to provide the switch [of Lee] in an 
alternative location since it has been held the shifting of parts to different positions is a known 
variable." Office Action at page 3 (citing Inre Japiske , 86 U.S.P.Q. 70 (C.C.P-A. I960)). 
However, "[t]he mere fact that a worker in the art could rearrange the parts of the reference 
device to meet the terms of the claims on appeal is not by itself sufficient to support a finding of 
obviousness. The prior art must provide a motivation or reason for the worker in the art, without 
the benefit of appellant's specification, to make the necessary changes in the reference device/* 
MP.EJ>. § 2144_04(IV)(C) (quoting Ex parte Chica go Rawhide Mfg. Co, 223 USPQ 351, 353 
(Bd. Pat. App- & Inter. 1984)). 

Applicants respectfully submit that Lee fails to provide any motivation or suggestion for 
making the proposed modification to the position of the switch of Lee. To the contrary, Lee 
teaches the switch being located on the controlling head 45 to control the electrical controlling 
means, including the circuit control and fuse, which are used to control the motor 4L Lee at col. 
4, lines 17-23. Lee provides no motivation or suggestion for placing the switch ai a stationary 
location. Absent the use of impermissible hindsight, there is no suggestion or motivation to 
move the location of the switch of Lee. 

In the Advisory Action, the Examiner states that changing the location of the switch 
would have been obvious because the location of the switch does not appear to be. critical. 
However, as mentioned in Applicants' initial response to the Final Rejection, having the switch 
remain stationary, as recited in claim 1, provides significant advantages over the moveable 
switch shown in Lee. For example, the stationary switch allows the user of the tile saw to know 
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the location of the switch at all times during operation of the device. This provides a safety 
feature when the user must quickly shut off the device during use. 

For at least the foregoing reasons, Lee does not form a prima facie case of obviousness 
against claim 1. Accordingly, the rejection of claim 1, and its dependent claims 2-4* should be 
withdrawn. 

Claim 5 has been rejected under 35 U.S.C. § 103(a) as being obvious over Lee in view of 
Klingens (U.S. Pat No. 2,691,398). Claim 5 depends from claim 1 and is allowable for at least 
the reasons discussed above with respect to claim 1. Moreover, Klingens does not remedy the 
deficiencies of Lee discussed above with respect to claim L In particular, Klingens does not 
describe or suggest, nor is it relied upon to show, at least the claimed "switch electrically 
connected to the motor assembly and disposed on the support assembly so that, when the motor 
assembly is pivoted about the pivot axis, the switch remains stationary." For at least these 
reasons, claim 5 is patentable over Lee and Klingens. 

In view of the foregoing, Claims 1-5 are patentable over the art of record and the 
application is believed to be in condition for allowance. 

Enclosed is authorization to charge $500.00 to deposit account 02-2548 for the Notice of 
Appeal. Please apply any other charges or credits to deposit account 02-2548. 



The Black & Decker Corporation 
701 E. Joppa Road - TW199 
Towson,MD 21286 
Telephone No.: (410) 716-3606 
Facsimile No.: (410)716-2610 
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